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A. Introduction

The Internet has initiated a new stage in the mationalization of trade.
With a minimum of financial and logistical expendituagy company is
able to advertise its goods and services worldafd if such are capable
of digitization, to transmit them directly to purckes via worldwide
computer networks.

The advertising and sales activities that can béeaeth worldwide by
means of the new communications technology repressignificant po-
tential for the expansion of a company's business tesivbut also in-
volve considerable legal risks. Hitherto, the mosgdient cause of legal
disputes on the Internet has been the infringememadémark rights. A
company that uses the Internet as a communicationsadidg platform
must expect to be cited before a distant forum for amgément of for-
eign trademark rights as a result of the use of detmark or domain
name on its website. Given the territoriality prineipcknowledged in all
legal systems, and the resulting possibility that @me the same trade-
mark can be protected for different holders in défércountries, the use
of a sign on the Internet can result in disputes éliough the marks have
hitherto coexisted without dispute, because their useriergl business
activity has been restricted to a domestic market.

This article examines the legal questions of perganigdiction, conflict
of laws and the substantive law applicable to trademnd@putes that
result from the cross-border effects of the Intefnet.

The first section will examine whether the legal peotid caused by the
lack of borders on the Internet can be dealt with bieahnical re-

territorialization of the Internet." It will beconapparent that such a so-
lution is impractical both for economic and technieglsons, and that the

1 According to a study by Forester Research, the market @bteninter-entrepreneurial
trade is expected to grow to $66 billion by the year 2000, whiéret sales to final
customers are expected to reach the $7 billion mark.

2 In the meantime the Standing Committee on the Law of Tratteiradustrial Designs
and Geographical Indications has published a Study concerning tleé Uselemarks
on the Internet, which discusses some of the qumsstealt with in this article. The study
(SCT/2/9) and a Summary of the Study and Principles for DisnugSICT/2/10) are
available on the Internet under http:/Amww.wipdeéng/document/sct/index_2b.htm.
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answers to the legal questions must be providethdoyegal system itself.
The second section contains, as the basis for asdign of the legal
questions at issue, a brief overview of existing casedn international
trademark disputes on the Internet. The decisionseaeded to serve as
a means of revealing the typical factual constelatithat lie behind the
disputes, and to develop initial regulatory approachabedegal ques-
tions that need to be solved. The third section fivdk try to apply the
conventional principles for determining personal judson in the case
of cross-border advertising to the use of trademarkthe Internet, and
then examine the possibility of restricting the platefsingement with
respect to jurisdiction law. It will become apparentt tha the one hand
the rigid German examination of jurisdiction allovitsld scope for dif-
ferentiated solutions to international jurisdictia@r trademark infringe-
ments, while on the other hand a restriction afrimhtional jurisdiction
can only be reasonably applied if clarification is hemconcerning the
substantive legal questions raised by the usadéitnarks on the Internet.

The fourth section presents the conflict-of-law prolsiefollowed in the
fifth section by a discussion of the possible ansve the substantive-law
questions, with special treatment of the domaineissn the sixth section.
It will be shown that the traditional instrumentstigidemark law and its
underlying principle of exclusive rights are only capatolea limited
extent of achieving reasonable results in trademaputes on the Inter-
net, and should therefore be modified by restrictiteria.

B. Technical Reterritorialization of the Internet?

Regularly, when the law is challenged by new tecirievelopments, the
question arises whether the same technology causingroblems can
also provide the means for their solution.

In the same way the legal problems caused by the gtattate of the
Internet could be solved most easily if the globag¢a# of the Internet
could be restricted to national borders in the evéat dispute. The in-
fringer of a trademark right would be obliged to sulsi#vhis sales and
advertising activities on a territorial basis, andparticular set up the
website in such a way that it could no longer heessed by users from the
country in whose territory accessibility would leadatoinfringement of
trademark rights.

However, it is largely agreed that a technical rréteialization of the
Internet according to national borders is quite imjpbs®n the basis of
the existing network infrastructufélthough it is technically possible to

3 The authors would like to thank Prof. Gerhard Schneider of ttiet$of Academic
Data Processing for valuable information on the techniqmcis.
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block access to websites for certain computers by fgliegfitheir IP ad-
dresses or domain names with special blocking listhe accessed web-
server, there is at present no database listing the physications of all
individual computers connected to the Internet. Siheeoperation of the
Internet does not require such a database at allhwbigdd anyway only
be set up with considerable financial expenditure and coeNeér be
complete, it is unlikely that such a database weukt be created. Even if
such a database existed, it would not reveal whetbengér who is ac-
cessing a Webserver from a particular computer is réadbted at the
computer, or whether he has logged in from somexéise in the world.

On the one hand, there are the large local netwaftkfor instance, in-
ternational companies or supraregional access provigegs, AOL,
CompuServe) that extend beyond national borders but vdoosguters
are all operated under the same IP address. Inabeés & isa priori im-
possible to determine where the computer accessingbsafier is lo-
cated. At the same time proxy servers can be used#¢ssathe informa-
tion of a Webserver even if direct access to thbdafeer were blocked for
a particular computér.

Moreover, it should also be noted that while Interteehnology cur-
rently plays a central role within global communicasicsystems, even
today it does not represent the only global commuinicsiplatform. As

the "EU Green Paper on the Convergence of the Fields of Telecom-
munications, Media and Information Technology and their Regulation
Policy Effects® clearly shows, digital technology will permit addiial
communication and information services whose veryneais global,
which will merge with each other both in terms loé transmission meth-
ods used (terrestrial frequencies, cable networksllisgtand in terms of
the end devices necessary for their use (telephelegjsion, PC). Legal
systems will not be able to avoid dealing with thgaleconsequences re-
sulting from the global nature of communications tetgy There can
hardly be any doubt that in certain areas of the favillibe necessary to
make (occasionally considerable) amendments to dfal Iprinciples
based on the borders of nation states. The subjdut dbltowing con-

4 Thus it is possible to specify exactly on anpg strver which computer is allowed to call up
a page. The access restriction can apply to individual consportéo entire ranges of IP
numbers or domains.

5 E.g.,by means of the Telnet terminal emulation protocol.

6 In order to reduce the load on network resources and to sargelosg waiting times
when calling up Internet information, practically all Interaetess providers use such
proxy servers, which act as intermediate memory by retajaggs already called up
from the Internet in their local working memory (known asdhehe).

7 COM (97) 623 final dated December 3, 1997; the Green Paper carebseston the
website http://mww.ispo.cec.be/convergencegp/.
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tribution is to show that trademark law will also rim# able to avoid
making adjustments to global communications tecigyol

Case Law on International Trademark Disputes on the Internet

Before we address the principles applicable tarivatgonal jurisdiction,
conflict of law and substantive law in trademargpdites, it is necessary to
cast a brief glance at the decisions on internaltimademark disputes on
the Internet. While the problem has already begamgtonsiderable at-
tention in academic literature, case law is stifythin on the grounf.
Three decisions in existing cases are presentedvbethich appear ca-
pable of revealing the essential constellationgaofs and illustrating the
legal issues concerning trademark protection thatilt from the global
nature of the Internet.

|."SG 2v. Brokat"®

One of the few genuinely international cases ofaaldmark dispute, in
which objection was raised not to the use of a domame but of a trade-
mark on a web-page, was submitted to the Nanterre @bukppeals
for decision. SG 2, a French software enterprise réqaested the Nan-
terre court to issue a preliminary injunction againsbkdt, a German
company located in Stuttgart, forbidding the lattenfrcontinuing to use
the term "payline," a German trademark registeredsimame for the
Internet payment system "Brokat-payline” that it sold the Internet
under the web addreSsrokat.de". The French company had previously
registered "payline” as a trademark in France ferséime service$.In
addition it was found that the German company laidyet sold its prod-
ucts on the French market and did not intend tooda she future, since
otherwise it would have infringed French nationalptography regula-
tions.

8 Numerous decisions on interregional trademark conflicts otntbeet have, on the
other hand, been issued by US cowetsn this point, and on the general principles of US
international jurisdiction lawseTTINGER 1998 GRUR Int. 66@t seq.xocH. 1999 CR 125;
PICHLER in HOEREN& SIEBER(edSs.), "Handbuch Multimediarecht" 81, Part 31 (Mhri999).

9 Nanterre Court of Appeals, October 13, 1996G 2 v. Brokat Informationssysteme
GmbH.

10 In addition, the French company had also registered the si@grCammunity trade-
mark, but only after the filing date of Brokat's German apgibo, and without the
possibility of claiming priority from the earlier Frencippdication filed before the
German application. As a result, the Community trademark apioiiccould thus no
longer affect the defendant's German trademark rights.
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The defendant contested the French court's intenatjurisdiction with

respect to the requested prohibition on use with wodeleifect, which

the defendant argued could at best be issued by a Geouenand for

the rest relied on its German trademark rightscivivere equivalent to
the plaintiffs French trademark rights.

However, the Nanterre court issued the injunction r&tgde It justified
its international jurisdiction on the grounds thag ttefendant's website
could be accessed worldwide and hence there hacedsoa place of
infringement on French territory (Art. 5, No. 3, betBrussels Conven-
tion on Jurisdiction and Enforcement of Judgment€iwil and Com-
mercial Matters). With respect to the worldwide efffef the prohibition
issued, it held that a French court, if it enjoyedbspliction as the court of
the place of infringement, must be able to impose thetisas provided
by French trademark law, since otherwise a trademvauld no longer be
protected on its territory. Consequently, the Gereaterprise was ob-
liged to cease the use of the trademark "payliné“rance in any form
and hence also, and in particular, on the Internet.

1. " Playboy v. Chuckleberry" **

The decision of the District Court for the Southeiigtiict of New York,
in a similar constellation of facts in 1996, was sonawhore cautious
and took greater account of the international natfirdhe facts of the
case. The plaintiff was Playboy Enterprises Inc., ghblisher of the
world-famous Playboy magazine. The defendant waspthisher of
the Italian men's magazine Playmen, which had sethgme page on an
Italian Internet server, using the trademark "Playtheéiccess was
available to the title page of the Italian magazind also to photos,
which, depending on how candid they were, were abkslfree of charge
under the name "Playmen-Lite" or against payment utidername
"Playmen-Pro." Playboy Inc. argued that the defersiamtline service
infringed an injunction imposed in 1981 prohibiting theedefint from
distributing and selling the Playmen magazine in WA on the
grounds of an infringement of the American "Playbtoydemark. Ac-
cording to the plaintiff, the defendant was obligedmiprove the pass-
word issuing procedure, which already applied to thaytRén-Pro”
version, by means of a credit card check that walikt but users from
the United States. At the same time, the defendaotild also prevent
access by US citizens to the "Playmen-Lite" versidms could, for in-
stance, be done by issuing free passwords for therfieray.ite" version
after verification of the user IDs, again so aprevent access by US citi-
zens. The fact that the "Lite" version was fundaainto be treated in
the same way as the "Playmen-Pro" version resuibed the fact that the

11 Playboy Enterprises v. Chuckleberry Publishing |88 USPQ 2d 1746 (S.D.N.Y. 1996).



168 Bettinger&Thum IC Vol.31

"Playmen-Lite" version was already the product itaelfl no longer mere
advertising.

However, with respect to the use of the trademar&ytén" by the de-

fendant on the home page for its Italian servicesseforbidden in the

USA, the court held that nobody should be prevented fetting up a

website under a particular name merely because this wébsitso ac-

cessible from a country in which the sale of thedpcts advertised on the
website is forbidden as a result of an infringememtadfonal trademark

law.

[11." Bensusanv. King'

The decision inBensusan v. Kingvas based on an interregional con-
stellation of facts, but one which is also conceivasi@ genuinely inter-
national dispute. The cause of the dispute was the wseahpany logo
on the home page of a website. Richard King, opetdta jazz bar under
the name "Blue Note" in Columbia, Missouri, had set wgeh-page on
the Internet including the term "Blue Note" on thenegpage. Bensusan
Restaurant Corp., the operator of jazz bars in New ‘dackother cities
under the same name, relying on its registered rradefor the name
"Blue Note," filed an action for infringement of tlemark and unfair
competition law against King before the New York BgdtCourt.

The court held that the conditions for its jurisidic according to the New
York "long-arm statuté® were not met. It was true that for a tort in the
form of a trademark infringement it was sufficighét only a single prod-
uct infringing the plaintiffs trademark rights wasfeséd on the New
York market. However, this condition was not s@ifby the mere ac-
cessibility of a web-page stating a telephone numberfadiehat a per-
son could access information about services allegefilyging a trade-
mark on the Internet was not to be equated witkeréiding, sales or other
activities for placing one's own products on the Newk¥market.

12 Bensusan Restaurant Corp. v. Kiag7 F.Supp. 259, 299 (S.D.N.Y. September 9, 1996):
decision has now been confirmed on appeal (United States Ca\ppeals No. 1383,
Docket No. 96-9344, September 10,1997).

13 The corresponding provision of Sec. 302(a) of the Civil Rmadtaw and Rules
("CPLR") allows jurisdiction in the following cases: S&02 (a)(l) addressing the
transaction of business in New York; Sec. 302 (a)(3) goverhi@goémmission of a
tortious act outside New York causing injury in New York whéeedefendant either (1)
regularly transacts business or "derives substargiznue from goods or consumed
services rendered in the state" or (2) expects his act Vodmasequences in the state
and derives substantial revenue from interstate or internhtiomanerce;'cf. also the
report on recent decisions of US courts on interregionalrdachational jurisdiction for
trademark infringements on the InterneBEMTINGER, 1998 GRUR Int. 666t seq.
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Moreover, even if the conditions of the procedural-tegulations were
deemed to be met, it would infringe the constitutiqmamciple of "due

process" if jurisdiction was enjoyed in New York,c@rKing, like many

others, had merely made available a website for acmeghe Internet.
Even if, for technical reasons, this had effecttederal or even interna-
tional level, and such effects were predictablekimg, he did not thereby
deliberately make use of the advantage of carryindposiness activities
on the New York market.

D. International Jurisdiction for Tort ActiorslIntroduction

If the use of a trademark on a website leads toutiisbetween parties
from different countries, the first question thatsasi is which national
courts are competent to hear the infringement claidchheve jurisdiction
as to the substance of the matter. The answer tquktion is provided
by the national rules for the international jurisdintiof domestic courts.
In German law, subject to higher ranking internatidreaties:* such as
the Brussels Conventidnthe provisions of the Code of Civil Procedure
concerning local jurisdiction apply. This means tihe German courts
enjoy international jurisdiction if in the specifiase a German court
enjoys local jurisdiction pursuant to Sec. ét2seq.of the Code of Civil
Procedure in a purely national case (known as the "ddubttionality"
of the rules for local jurisdictiorf. Since, in international trademark
disputes relating to the Internet, the potential mgfer usually has neither
a registered office, a branch nor assets in Germateynational jurisdic-
tion can only be established by the special jurisdictantort claims
(Sec. 32 of the Code of Civil Procedure and Art. 5, 3j@f the Brussels
Convention).

However, the attempt to determine the scope of theiagarisdiction

for tort claims based on national trademark rigltshe global Internet
raises considerable difficulties. If the technicalilodity of accessing a
website from Germany is to be regarded as a suffibiasis to establish

14 See alsahe Preliminary Draft Convention on Jurisdictiondatine Effects of Judgments in
Civl and Commercial Matters of the Hague Confeeeran Private International Law
from June 18, 1999, available under ftp:/hcchduet/241e.rtf, which was provisionally
approved by the Special Committee on November 2819

15 European Convention on Jurisdiction and the f€efoent of Foreign Judgments dated
September 27, 1968, 1972 BGBL1. Il, 774, as ameibgethe Third Accession Convention
dated May 26,1989,1994 BGB1. Il, 518. The Fourthcession Convention dated
November 29, 1996, regulating the accession of MaysfFinland and Sweden, entered
into effect for Germany on January 1,1999,1999 BABE34.

16 General opinion, 94 BGHZ156,157 with furthererefices; 115 BGHZ 90,91GEIMER,
"Internationales ZivilprozeBrecht," point 943.
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jurisdiction over foreign parties on grounds of a detineact of infringe-
ment, foreign companies would always have to appearé&@erman
courts if the owner of a German trademark felt lghts were being im-
paired by the defendant's Internet activity. Partitylia cases where the
defendant's business activity is restricted to a apsagion without any
risk of an expansion abroad, such as in the jazz club(Basisusan v.
King), it seems to appear obvious that the scope of persoradigion
for tort actions should be limited in such a way thatdefendant would
not have to appear at all before the German courtsdier @0 defend
himself against an a priori futile claim.

Consequently, an increasing number of voices in légahture is de-
manding a limitation of international German juriidin based on place

of infringement for Internet disputes concerning itifesngement of do-
mestic trademark rights. Whereas some favor flejilviedictional rules
that would leave open the possibility of denying judidn in an in-
dividual casé/ the majority proposes to distinguish between websites
"purposely directed (also) to Germany" and websitegh are accessible

in Germany only by reason of the technical natuth@fnternet?

I nternational Jurisdiction for Tort Actions Under Code of Civil
Procedur e and Brussds Convention

1. Legal Basis

International personal jurisdiction for tort claims guant to Sec. 32 of
the Code of Civil Procedure presupposes a "place ofgement” within
German territory, whereby "place of infringement'tesbe understood
both as the place where the act causing the harmamamitted and the
place where the result occurred (principle of ubiquityj.these places
are located in different countries, the injured pastgiven a choice of
forum for the recovery of the entire damages frbenrhultinational act of
infringement?® However, due to their territorial nature, infringerseof
trademark rights show a difference in treatmergeioeral tort actions.

17 Thus in particulakuNER, 1996 CR 453, 458.

18 GenerallykocH, 1999 CR 121, 12%ICHLER in HOEREN& SIEBER "Handbuch Multi-media-

Recht," points 137,157 (1999); specifically fordeeark lawusser 1997 WRP 497, 502;
WEGNER 1998 CR 676, 688UR, in LOEWENHEIM & KOCH, "Praxis des Online-Rechts" 97 (1999); for
competition lawsacHMANN, 1998 IPRax 179, 188 seq.PICHLER op.ciL,point 143.

19 Federal Supreme Court decisions, 1980 NJW 1224, 1225; 1990 NJWs&5388&%,

"Internationales Zivilverfahrensrecht," point 293. The mordess accidental place
where the damage occurs plays no relescHack, "Internationales Zivilverfahrensrecht,"
point 304.

20 Reich Supreme Court, 1936 JW 1284IMER, "Internationales ZivilprozeBrecht," point

1500.
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According to this principle of territoriality, thexclusive rights of a trade-
mark as a national monopoly end at the borders ohdlienal territory

in question, so that also, by definition, the inféngent of a trademark
right can only take place in the country granting tight”! Infringing acts

taking place in Germany can thus not infringe fordigremark rights,
and vice versa. This means in effect that Germinnational jurisdiction

based on the place of an infringement of a trademigink only exists for

actions relating to German tradematkJ.herefore the jurisdiction for
torts pursuant to Sec. 32 of the Code of Civil Procedurestricted to

actions based on German trademark rights.

If the defendant is domiciled or has a register#ideoin a Contracting
State of the Brussels Convention, Sec. 32 of tlae©d Civil Procedure is
superseded by Art. 5, No. 3, of the Brussels Convefitidacording to
this provision, actions based on torts, includingimgiements of intel-
lectual property right8, can be filed before the courts at the plageere

the harmful event occurrédThe European Court of Justice construes this
expression broadly to mean both the place of the ac#iogsing the harm
and the place of its result, and allows the injuredypaichoice between

Federal Supreme Court, 1964 GRUR 372, 3R¥faja; Mannheim District Court, 1968
GRUR Int. 236 -Tannenzeicherthe application of the territoriality principle wa®t
regarded as self-evident from the very start. FernGany, it was established by the
Reich Supreme Court in the Hengstenberg deciSipringendes Pferth 1927, 118
RGZ 76, in which the previous theory of the unigérscope of German trademarks was
abandoned.

22 The Federal Supreme Court's assumption idéesdecision, 1958 GRUR 189, 197, that

in the case of transit across the territory of Gammnthere can be a domestic place of
infringement pursuant to Sec. 32 of the Code oflGtvocedure on the ground of a
pending infringement of foreign trademark rights,hardly compatible with the ter-
ritoriality principle. Transit merely representpreparatory action for an infringement of
a foreign trademark abroad that begins when theéebds actually crossed, but itself is not
an infringement of the foreign trademark rightisialso remarkable that, in the case to
be decided, the Federal Supreme Court in the resfulsed jurisdiction based on the
place of infringement with respect to a possibl&imgement of foreign trademarks
resulting from transit across German territoryutiioit based this finding on the lack of
local jurisdiction of the court invoked.

23 Seefor the comparable issue under Art. 5, No. 3, efBhussels ConventiosTAUDER 1976

GRUR Int. 465, 4741ENINGER, 1998 GRUR Int. 280, 282.

24 The Convention is binding within its scope opbgation and displaces national ju-

risdiction laws. For the accelerated summary prdicegss important in trademark law,
national jurisdiction regulations continue to applgngside those of the Convention
pursuant to Art. 24 of the Conventi@eeECJ, 1999 EuZW 421, 424.

25 This follows byargumentum e contrarirom Art. 16, No. 4, of the Brussels Convention,

which only provides for the exclusive jurisdictiohthe granting state for nullity actior.
THOMAS & PUTZQ "ZivilprozeBordnung," point 10, Art. 5 Brusselvention; STAUDER
1976 GRUR Int. 4659ENINGER, 1998 GRUR Int. 280, 282.
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these two jurisdiction® But again the territorial restriction of national
trademark rights modifies, like in German domektg, the place of in-
fringement in a specific way such that the jurisdictior tort actions ac-
cording to Art. 5, No. 3, of the Brussels Conventisoaoincides with
the state granting the trademark right, and AriN&, 3, of the Conven-
tion allows jurisdiction only for actions based orm@stic but not on
foreign trademark right€.

On the other hand it has never been regarded akerprof jurisdiction

that a possible injunction, which is solely based anektic competition
law or domestic intellectual property rights, showsadetritorial effects.

The level of examination of a claim, where an extratgial effect of a

possible injunction became relevant, was the lefrslubstantive law. This
means that the extraterritorial effect could leadh® result that the in-
fringement of the national trademark or nationampetition law was
permitted by way of exception due to the special circumsta of the
case, but it could not exclude the plaintiffs action fromisdiction of

domestic court.

Thus jurisdiction pursuant to Sec. 32 of the Code of Gixdicedure and
Art. 5, No. 3, of the Brussels Convention run largelsapial for actions

relating to infringement of trademark rigfitsand the following con-
siderations on the determination of a domestic ptdidefringement in

the case of trademark disputes on the Internet applgllggto both

provisions.

2. Case Law on Jurisdiction for Trademark Infringetsiém Internationally
Disseminated Mass Media

The case law on international jurisdiction for agsidbased on German
trademark rights directed against the use of tradesria internationally
distributed press media is extremely sparse. Thereldeareno decisions
by the Supreme Court, and the only decision issuedi®pitbblem to

26 ECJ, 1977 NJW 493Bier v. Mines de Potasse d'Alsace JHe place of damage is only
understood to be the place at which the first damage was idcbuenot the place of
further consequential damagdf. ECJ, 1997 IPRax 331Marinari v. Lloyds Bank.
27STAUDER 1976 GRUR Int. 465, 474, 477.

28 Cf. Federal Supreme Court, 1971 GRUR 15Bampax;Mannheim District Court, 1968
GRUR Int. 236 Tannenzeichemoth discussed below.

29 In particular, the restrictive construction of Art. 5, 180.of the Convention for the
dissemination of defamatory press articles in press ordjatributed internationally
resulting from the decision iRiona Shevill v. Presse Alliance S(#&CJ, 1995 NJW
1882) does not lead to a difference in the scope of the twdligtitns for torts in the
case of trademark disputes, since claims for infringemdntsademarks are in any
event restricted by the territoriality principle to daméagehe specific country of pro-
tection.
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date appears to be tli@annenzeichedecision of the Mannheim District
Court in 1967°

In theTannenzeicheoase, a North American company had advertised its
products, which were sold exclusively in the USAAmerican magazines
distributed worldwide using its American registerextiemark showing a
fir-tree symbol. A small number of the total editiomsvsupplied - on
subscription - to Germany. A German company that hgidtezed the
same fir-tree symbol for identical goods as a trad&nn Germany re-
garded the use of the mark in the American compauay/srtisements as
an infringement of its German trademark and broughaaion for an
injunction against the distribution of the advertiseteén Germany. The
district court upheld German jurisdiction pursuant to S2oof the Code
of Civil Procedure, but it dismissed the action upon rigits as un-
founded. It emphasized that the failure of the plds#ubmissions to
reveal an unlawful infringement of the trademarlsatie was insufficient
to deny the international jurisdiction of the coumvaked and bar the
action as improper. Although as a matter of principéeghintiff must
present conclusively the facts that give rise toriratgonal jurisdiction,
this could not mean that, if the legal assessmesperific facts were dis-
puted in a particular case, the plaintiff would havergua the correct
legal point of view that first has to be examined. dilise, it would be
impossible to reach a finding with substantive legétotfthat certain
facts werenot to be regarded as an infringement of the domestidetr
mark right. Thus, in order to establish internatignakdiction pursuant
to Sec. 32 of the Code of Civil Procedure, it must bficgerit if the facts
submitted by the plaintiff which, in its opinion, shoglohstitute the tort,
took place within the forurft.

The Tampaxdecision of the Federal Supreme Court, to whickreete is
repeatedly made when determining the scope of irttenad jurisdiction

for trademark disputes on the Internet, did not con¢teademark-law
issues but rather almost exclusively competition-law gurestwith re-

spect to advertisements in cross-border press Mddighis case, a Brit-
ish company had advertised in a German-language swigazine for a
product that was also available in Germany but washliséd there by a
different company. A competitor of the German compiiegl an action

for the cessation of the advertising on the growidsn infringement of
the German Act Against Unfair Competition. The Fati&upreme

30 1968 GRUR Int. 236.

31 In the case itself, the district court held that Germateinark law was in any event
applicable as a result of the distribution in Getyn&ee below, at F.
32 Federal Supreme Court, 1971 GRUR 153, with camhby®ROSTE
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Court upheld the international jurisdiction of the Gameourts pursuant
to Sec. 32 of the Code of Civil Procedure, sineentfagazines crossed the
border in regular business activity and the cross-bafliect of the ad-
vertising was thus predictable for the advertiser. Thart pointed out
that there could only be no "distribution” of a magazim Germany and
hence no "trading in Germany" in cases in whichy'atcasionally an
individual copy or several copies of a magazinesed the border™

This decision is cited to conclude that the Gernmaurts only have in-
ternational jurisdiction for advertisements in bordarssing press media
if the advertisements were specifically addresseti¢dGerman market,
i.e.,if Germany was part of the "intended area of distrititof the ad-
vertising company. However, on closer examinatibe, Tampaxdecision
does not contain such a precedent. According to dueril Supreme
Court, the target of the advertising was not atledisive for the question
whether there had been a place of distribution andehemace of (po-
tential) infringement in Germany. The sole decidaetor was the "reg-
ular" area of distribution of the medium. Only genuinetcidental and
occasional border crossings should not suffice tdbstejurisdiction in
Germany, since such cases lack predictability and extpiétt for the
advertiser. Th@&ampaxdecision therefore does not give reasons for a re-
strictive construction of the place of (potentialyimjement for the pur-
poses of jurisdiction law with respect to advertisasémmedia that are
distributed across borders on a regular basis.

Leaving this aside, a restrictive construction @f jurisdiction-law place
of infringement with respect to unfair competition high was the sole
issue in theTampaxdecision - would not as a matter of principle be au-
tomatically transferable to trademark infringememshile in competi-
tion law the territorial relationship to a particutzuntry is loosened at
conflict-of-law level by taking as the point of refece the place of the
competitive conflict of interest$,trademark law underlies the principle
of territoriality reflected by the applicability of thaew of the country of
protection. The fundamentally exclusive character oficmopoly right
hinders the denial of (international) jurisdictidnhie facts that according
to the plaintiff constitute the infringement of himdemark have taken
place within the forum. Whether the facts are algfficient to support the
plaintiffs petition is not a question of the admis#ipibf the action but of
its merits. In effect, thus, the place of (poteniiafilingement of trade

33 Thus already in the Supreme Court decision, 1936 GRUR Biiteros;Cologne
Court of Appeals, 1953 GRUR 396; Stuttgart CouAmbeals, 1954 GRUR 131.

34 Fundamentally Federal Supreme Court, 1962 GRUR R#Rlersaugflaschen. See also
SCHRICKER "GroBkommentar. UWG," Introduction F 162, 1&3seq.
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marks within a cross-border mass medium is at,feastcording to con-
ventional opinion, the place at which this mediumegutarly, and hence
not merely accidentally, brought to the attentiotha® persons.

[11. International Jurisdiction for Trademark Disputes on the I nter net
1. Application of Traditional Principles

If the traditional principles to determine the spegdjtirisdiction for torts
concerning trademark uses in international massaraadi applied to the
Internet, the question arises whether and to whanethe accessibility
of websites from Germany can be compared with theulaecarea of
distribution” of traditional press media. From a tecahpoint of view, it
is by no means accidental that a website can be addegsll computers
connected to the Internet. Any company active onriternet knows of
this technically possible worldwide accessibility t&f website. The only
difference to conventional press products is thatirtffemation is not
transported across the border to its addresseesdible form, but is
made available in digital form on a server to ac@ess retrieve at any
time. However, this technical difference in comroation does not of it-
self justify a different legal treatment. In partiaulihwould appear rather
pointless to deny any distribution at all at thecpk from which a website
can be accessédFirstly, the technique that underlies the communica-
tions processes, namely that the individual user mmeguést” the data
from servers located abroad, is not visible in thetiral handling of the
Internet. Secondly, the relation that is establidhedhe "making avail-
able" of contents on the Internet to the places fwdmre they can be
accessed is, given the fact that the contents catdessed at any time
and repeatedly by the users, lasting and hence imerssive from a tech-
nical point of view than that established by the naréess ephemeral
media such as newspapers, magazines, televisiadior

The technical possibility of accessing a website tlyusls the regular,

non-accidental dissemination of a press medium Wwéltrésult that, upon
application of traditional principles, in Germany, par¢ of) the "regular

and not merely accidental area of dissemination'thef Internet, the

courts enjoy international jurisdiction for all liiion that concerns the
infringement of German trademark rights by the usérafiemarks on

websites accessible from Germany.

35 Ingerl & Rohnke go even further and assume that infringemeheoéxtended pro-
tection of famous trademarks pursuant to Sees)(®¥(@nd 15(3) of the Trademark Act
can without difficulty be committed by sending the publication sxed that are not
part of the "regular area of distribution,” thusablishing jurisdiction (Sec. 104 Trademark
Act, points 46et seq.).

36 Criticism also expressedsacHvANN, 1998 IPRax 179,185.
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2. Limitation of International Jurisdiction for Taamark Disputes on the
Internet

This "universal" German jurisdiction for potentiafringements of Ger-
man trademark rights through foreign websites shoatcording to the
vast majority in the literature, be restricfd:he main reason given is the
protection of foreign defendants against becomimglived in litigation
before a distant forum simply on the grounds ofabeessibility of their
website. Reference is regularly made to the dewsif the US courts
where personal jurisdiction according to the longrastatutes has been
denied in cases in which the defendants, as iB#msusarcase, had no
cor:gacts with the forum state beyond the mere adubty of their web-
site:

Yet the effort to restrict German jurisdiction bdsan the place of in-
fringement for international trademark disputestioa Internet involving
German trademarks is proving to be difficult innterof its legal trans-
formation and effective procedural enforcement.ikénthe American
jurisdictional rules, which a priori are aimed aflexible handling and
permit a comprehensive consideration of all thdsfasf the individual
case by the court8,the German judges are allowed no opportunity to
apply comparable considerations at the level agdigtion. According to
German procedural law, the existence (or abserfgeyisdiction should
be reliably predictable in advance by the partibsis avoiding un-
productive disputes about jurisdiction that woutdag a decision in the
case proper.

a) Forum non conveniens

One means of restricting German jurisdiction basedherplace of in-

fringement for disputes between German and foreigriegsacbncerning

the use of trademarks on the Internet would be tonrée traditional

"universal" jurisdiction for tort actions with Germarademarks in-

volved, but to allow the courts the possibility of degytheir jurisdiction

in the individual case as improg@This solution would reflect the Anglo-
American doctrine offorum non conveniengccording to which the
courts are not obliged to exercise an existinggiciion if in their opinion

37 See the references in footnote 18.

38Sedor detailssETTINGER 1998 GRUR Int. 660, 6@2seq.andkocH, 1998 CR 121,12& seq.

39 This goes as far as considerations such as that thersmked was only two hours by car
away from the defendant's registered offgae Inset Systems Inc. v. Instruction Set Inc.,
937 KSupp. 161 (D. Conn. 1996), discusseddiyINGER, 1998 GRUR Int. 660, 663.

40 This flexible solution is discussed kyNER, 1996 CR 453, 45@t seq.In favor of a
general approximation to US laarTWIEG, 1996 JZ 1009.
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the courts of a foreign country are significantly enguited to hear the
dispute’* However, the Internet, as a communication mediah ¢an be
used in principle by anyone, requires rules for han@ihgge number of
potential trademark disputes to ensure legal clarity @rtainty. This
need cannot be satisfied appropriately by the dootfifierum non con-
venienswhich necessarily provides for a correction in tighiidual case
due to particularly exceptional constellations. In aoldjtthe essential
precondition for the denial of jurisdictias forum non convenienghe
existence of a clearly more suitable court abrosdnet met in the case of
trademark disputes on the Internet. Foreign courtaatare regarded as
better suited for infringement litigation derivingofn domestic trade-
marks, since the proximity of the facts and thelende argues in favor of
a legal venue in Germany; nor does it go without rgpyhat foreign
coun}zries hear infringement cases based on foretgitertual property
rights.

b) Sufficient minimum contacts

The most frequent proposal in the literature is to stulfgmrman ju-
risdiction for tort actions concerning the infringent of German trade-
marks to the existence of certain, "sufficient” miamcontacts, which,
in light of the global nature of the Internet, woulat ive established by
the mere accessibility of a website from Gerniérigather, the existence
of German jurisdiction would depend on whether the afséhe trade-
mark on the website constitutédomestic trade” or whether the website
was (at least alsd)ntentionally directed to the German markét.This
could, for instance, be assumed in the case of a welystated under a
“.de" domain, but it would have to be denied if the dperalarified by
the addition of disclaimers, such 'a® delivery of goods to Germaly,
that his website was not intended to address Irtersers located in
Germany®

Leaving aside the difficulties of differentiationat such a criterion would
involve, and the resulting uncertainty for the questibinternational

41 SeescHACK, "Internationales Zivilverfahrensrecht," pointgi49 seq.

42 On the recent change in the British approach, restricted sodpe of application of the
Brussels Conventioisee, e.gXIENINGER, 1998 GRUR Int. 280.

43 However, the sufficient domestic connecting factor ainstellation of facts does not as
a matter of principle represent a sufficient requirement griattional law to establish
national jurisdiction. On the contrary, exorbitant legal vemi#sonly a weak domestic
connecting factor are widespreadgscHack, "Internationales Zivilverfahrensrecht,” point
330.
44kocH, 1999 CR 121,124,

45 Thus above aliBBER, 1997 WRP 497, 502; also generally for intellectual propertg,righ
PICHLER INHOEREN& SIEBER 0Op.Cit.,point 156.
46UBBER, 1997 WRP 497, 503.
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jurisdiction, on closer examination there are abovepmdcedural-law

peculiarities in Germany which, unless modified, préefective pro-

tection of foreign defendants by simply restricting scope of German
jurisdictional rules for Internet trademark disputes.addition, the re-
striction of jurisdiction for tort claims raises thendamental question of
the scope of substantive German trademark law orldabalgnternet.

(aa) Procedural aspects

The first procedural difficulty for effective proteatiaof defendants re-
sults from the substantive-law nature of the legal véauorts?’ This
means that the facts that set forth grounds fojuttiedictional domestic
place of infringement are as a matter of principleagbvat the same time
necessary both for establishing jurisdiction andterrherits of the claim
(known as dual relevant facts). In order to permiteaision upon the
merits of the case, it is a principle of German procaidaw that the ex-
istence of dually relevant jurisdictional facts shootit already be ex-
amined at the level of admissibility of an actton.

All the jurisdictional facts that are conclusive tbie intended accessi-
bility of a website in Germany, or the absenceetbferalso play a decisive
role for the merits of the infringement claim undexdemark law. Al-
thoughintended accessibilityoes not of itself establish an infringement,
since this also depends on other facts, in paatidikelihood of confusion
according to German trademark law, neverthelesgrevtheintended
accessibilityis lacking, a German trademark right would generatly
be infringed’® On the basis of this dual relevance of the factsemming
the intended accessibilitpf a website, German courts would have to
accept the plaintiffs assertion that there waisnded accessibilityyith-
out having any opportunity to examine the issue of timbarnational
jurisdiction for the action, even if this were disgltey the defendant.
Provided that the submission ortended accessibilitwas not in itself
unconvincing, the courts would be obliged to uphold theisdiction.
The prohibition on the hearing of evidence concermoglly relevant
facts for the examination of jurisdiction would theref have to be par-

47 Examples to the contrary are the legal venue at the eemgisbffice of a company
pursuant to Sec. 17 of the Code of Civil Procedure or thé Wegae based on assets
according to Sec. 23 of the Code of Civil Procedure

48 Case law and prevalent opinion; generally, 124 BGHZ 237; for33euf the Code of
Civil ProcedureSTEIN, JONAS& SCHUMANN, "ZivilprozeRordnung,” Sec. 1, point 20 seq.\on
Art. 5, No. 3, of the Brussels ConventieRoPHOLLER "EUGVU," Art. 5, point 63. It is
doubtful whether this procedural-law principle, which generally appti German law,
is compatible with the defendant protection function of Art. 2@flthe Brussels
ConventionseescHACK, "Internationales Zivilverfahrensrecht,” point 387

49 In any event if accessibility as intended applied, such &ctastrof substantive German
trademark rights would have to be assumed. See below, at (bb).
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tially repealedf if the effect of the restriction of jurisdiction oyeans of
the criterion ofintended accessibilitwere not to be limited only to un-
convincing submissions on this paiht.

A further procedural aspect restricts the practical use$sl of limiting

jurisdiction only to websites witmtended accessibilitin Germany. Thus
a restriction of jurisdiction would only achieve angmely perceptible
improvement for foreign defendants if they were gdther spared the
need to appear before the German court invoked ordyder to object
to the lack of international jurisdiction. This prdoeal question is regu-
lated very differently in domestic German law anddpean law.

If the rules of the Brussels Convention apply, the Gergourt - if a de-
fendant domiciled in another Member State does ppear at the pro-
ceedings in Germany - would have to examine the existef interna-
tional jurisdictionex officio (Art. 20(1) of the Brussels Convention). In
such a case, the court is not allowed to regardattts submitted by the
plaintiff with respect to jurisdiction as admitted, lmain or must demand
that the plaintiff submit the necessary evidencehiff is not sufficient to
establish jurisdiction, the action is dismissed aslinissible by judgment
on procedural grounds, without the foreign defendamingato appear
before the court to object to the lack of jurisdictib@n the other hand,
in the field of domestic German law, the defendad&fault leads to a
fictitous admission of the plaintiffs factual oral subsibns concerning
international jurisdiction for the tort action basstda domestic place of
infringement (Sec. 331(1), first sent., of the Cod€iefl Proceduref?

50 In favor of a partial repeal with respect to the inteomati jurisdiction for claims con-
cerning unfair competition on the InterrstcHMANN, 1998 IPRax 179,185.

51 It should also be taken into consideration that the burden ofastibibn on the
plaintiff is only very limited if the defendant does not oppibeeclaim.

52 GEIMER, "Internationales ZivilprozeBrecht," point 1820 notes that Art.1pQff the
Brussels Convention, according to the Jenard Report (on Aof.tB@ Convention), is one
"of the most important provisions of the Converitidar ensuring the protection of
defendants.

53 It is true that international jurisdiction is also under autmus German law a pro-
cedural requirement to be examined officioat every stage of the proceedings,,
also at higher instanceeeBGHZ GS 44, 46, and prevailing opinion. However, the
official investigations principle does not apply; instead tlaénpiff must himself provide
the necessary evidence. If he fails to do so, Sec. 335(1of(tje Code of Civil
Procedure lays down that a decision by default cannot be issaiedtatpe defendant.
This prohibition on the decision by default in Sec. 335(1 )(1) oide of Civil Pro-
cedure is largely ineffective owing to the regulation e€.S331(1), first sent., of the
Code of Civil Procedure, according to which, in the evede&ult by the defendant, the
plaintiffs oral submissions (on Sec. 32 of the Code of @Gindcedure) are deemed to be
admitted.Seeon the issue as a wholggIMER, "Internationales Zivilverfahrens-recht,” point
1821;scHAck, "Internationales Zivilverfahrensrecht," point 386
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This fictitious admission obliges a foreign defendanhppear before the
German court, invoked in the event of exaggeratashtiue allegations
by the plaintiff, only in order to object to the laok international ju-
risdiction. Otherwise he would run the risk of a diexi by default being
issued against him despite an uncertain or lack thdbasis. If account

is taken of the low burden of proof on the plaintiffend the defendant
does not defend the action, on the one hand, anflettibility of the cri-
terion ofintended accessibilitgn the other hand, the issue of a decision by
default to the detriment of the foreign defendanuldgorobably rep-
resent the rule rather than the exception.

As a result therefore, the foreign defendant, adegrth domestic Ger-
man law, would only largely be spared the necessibawing to enter an
appearance to the proceedings in Germany where tharkack of inter-
national jurisdiction for torts if, in addition toriting the jurisdiction and
(partial) repeal of the prohibition on the hearing wtlence concerning
dually relevant facts, the courts were subjected toldigation to ex-
amine their international jurisdiction, as is alngdlde case in European
law by virtue of Art. 20(1) of the Brussels Convent”

(bb) Dependence of the limitation of place-of-infringetabased jurisdiction
for torts on the scope of substantive trademark law

In addition to procedural aspects, the restrictioimtgnational jurisdic-
tion for trademark infringements gives rise abaldcathe question of the
scope of substantive German trademark law on thenktter

Thus, the function of the rules concerning internatigarisdiction con-
sists exclusively of reasonably distributing the commeteni national
courts to hear cases with foreign factors involvatrgst the various
states. In particular, the exclusion of certain casen the jurisdiction of
a state is not done for the purpose of denying thatgfdegal protection
altogether, but on the grounds that there is a motatdeiforum abroad
for such a dispute. However, for questions concermagfringement of
German trademark rights, there can be no doubt thaBénman courts

54 It is true that the action is only conclusivehié plaintiff completely fills out a basis for a
claim with facts. However, the border between facts anal leancepts is difficult to
draw, and there is no rule on how specific andrtdithe party's submissions should be,
Federal Supreme Court, 1986 NJW 1162. At leadtdrstatement of claim, the plaintiff is
entitled to describe the basis for the claim using commal tegns instead of facts,
Federal Supreme Court, 1962 NJW 1394. This iscgeiffi for a decision by default.

55 As already long demanded by procedural-law literaggescHAcK "Internationales
ZivilprozeBrecht;" GEIMER (in any event as clarification), "InternationalesvilZerfah-
rensrecht,” point 1822ipid., 1973 NJW 1151jbid., 1986 WM 119;KROPHOLLER,
"Handbuch Internationales Zivilverfahrensrecht," Chapter llinpa18 (Vol. 11982).
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are suitable as courts at the place where the potérftiagement took
place>® Especially the proximity of facts and evidence axemiwhen a
judgment is to be passed concerning a likelihood nfusion or dilution
occurring in Germany, or other issues of substantiven&e trademark
law.

Consequently, where the literature demands a ragtriof international
jurisdiction for tort actions based on German trad&maghts, this de-
mand is apparently not inspired by genuine jurisdicticoaliderations
but rather on the notion that in certain cases, iiclwim any event an in-
fringement of German trademark rights must ultimatety denied in
terms of substantive law, foreign defendants shoutdoroexpected to
have to appear before a German court in order to defdatile action.
In particular, the contradictory situation should noabewed to develop
in which, although a German trademark right has lr&einged in sub-
stantive terms, there is no forum for a tort actigainst this infringement
based on place-of-infringement jurisdiction in Germariyherefore it is
implied by the denial of jurisdiction in cases wheremnded accessibility
is lacking that German trademarks can only be igé&ghon the Internet if
a website is intentionally directed (also) towardsrsisrom Germany.
This result, although desirable, represents a notniifisgnt and until
now, as theay linedecision illustrates, not self-evident interferemcé¢he
territorial exclusivity right of the owner of a nati trademark, and re-
quires a detailed examination and justification thetinot be obtained
within the framework of the admissibility examinatioBonsequently,
until sufficient clarification has been achieved oe gubstantive-law
guestion of the conditions under which German tradeemghts can or
cannot be infringed by foreign websites, the estaient of the jurisdic-
tion of German (or other national) courts is, asadten of principle, nec-
essary to clarify the substantive-law situafib@iven the substantive-
law nature of the legal venue for torts, the restmcof international ju-
risdiction for trademark infringements thus provedéosubordinate to a
restriction of the scope of German substantive trademghts on the
Internet, and can, moreover, largely only be impldéetein parallel with
the latter. However, as yet there has been no eetdiscussion of the
more important questions of substantive law.

56 Nor with respect to the Internet can it be argued that thigfocourts at the place of the
server or at the general legal venue of the defendant aeesuibed than the German
courts for deciding issues concerning the infringements of @etrademark rightSee
BACHMANN, 1998 IPRax 176t seq.

57 Cf. BORNKAMM, iNBARTSCH& LUTTERBECK(edS.), "Neues Recht fiir neue Medien” 99:"The rege
situation - applicability of German law but no legal venue émn@any -cannot occur."
58 Cf. Mannheim District Court, 1968 GRUR Int. 237.
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In addition, in light of the fundamental relationstietween substantive
law and specific jurisdiction for tort actions, theestion arises whether in
the German legal system a restrictive applicatiosutfstantive trade-
mark law would not in practical terms lead to approxéiyathe same
result as the restriction of international jurisdiotby means of a flexible
place-of-infringement criterion like "intended acsiedity," which is
open to much interpretation by parties and courts, anddvize difficult
to handle in procedural terms. Thus, once it had betgrrdined that
German trademark rights could only be infringed byubke of foreign
trademarks on the Internet if the website could bessmd from Ger-
many with intent, or subject to even stricter requéets:” it could not
seriously be expected that the existing "universal" jigtieth of German
courts would lead to a large number of actionsrsgdoreign websites. A
plaintiff, even if he can assume with certainty thistaction will be ad-
mitted for decision, will generally only have recsaito a forum if he can
at the same time expect to succeed on the merite abde. Where there
is no prospect of success, the plaintiff, despite egéétiternational ju-
risdiction, will as a rule refrain from filing procdiegs® In addition, the
German costs rules, which impose the costs of tle ditigation on the
party that has filed a futile action, have, in combarawith the absence
of contingency fees for attorneys, a regulatoryotffe the benefit of po-
tential foreign defendants.

As a result of these considerations on internatipmiddiction for trade-
mark disputes on the Internet, it can thus be stasdttis not only be-
cause of the substantive-law subordination of égallvenue for torts that
a restriction of the substantive trademark law musgjilan priority to a
restriction of the international jurisdiction basedtbe place of infringe-
ment, but also that, in practical terms, a reasonaiblstantive-law solu-
tion can also make restricting international juidi§on at least to some
extent unnecessary.

59 See, for the possible substantive-law appreathe discussion under F, in Part Two.

60 Of course it is also conceivable that recourse will bednehe German courts merely for
purposes of harassment or to exercise pressure on the foagignHowever, it appears
more appropriate for such exceptions to seek a correctiopdbyirg to the individual
case the criterion of the (lack of) a need for legal ptie for the action requested.
For, in effect, litigation for harassment purposes can inexeyt not be prevented by
means of a restriction of jurisdiction, since Hiiign concerning the question of the
existence of international jurisdiction can also be pursued thiseigral instances.
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G. International Domain Name Conflicts

I. Legal Protection Before National Courts

Il. Legal Protection Under Administrative Dispute ResolutPolicy of Final
Report of the WIPO Internet Domain Name Processubhr&ary and

Prospects

E. Applicable Law for Trademark Infringements on the Internet

The substantive-law principle of territoriality that applto trademarks
worldwide corresponds with the application of the lafivthe country of
protection at the level of the conflict of la#sThis conflict-of-law principle
provides that the gquestion of whether and to whatnextedemark
protection is granted against specific cross-bordeisugebe determined
according to the law of the country for which tradeknprotection is
claimed. Since on the basis of the principle of tarigtity, only domestic
trademark rights can have effect in the specific trguof protectior??
the question whether a German (subjective) tradenighit has been
infringed is determined as a result exclusively adogrtb German (ob-
jective) trademark law, while the question whethdoraign (subjective)
trademark right has been infringed is determinedusikatly according to
the specific foreign (objective) trademark law. lirdeed thereby possi-
ble that one and the same use, such as the use okamtre Internet,
may infringe two national trademark rights, possiiyonging to differ-
ent holders, at the same time.

There is no reason to depart from this principle efdbuntry of protec-
tion as a conflict-of-law rule conventionally appliedtrademark rights,
by developing entirely new point-of-attachment steThus, in the event
of an action deriving from German trademark righiminst a use of a
trademark on the Internet, there would be no poindenying the ap-
plicability of German trademark law and instead deteing the case
according to foreign trademark law. In particulag tonflict of trade-

61 Known aslex loci protectionistseeuLMER, "Die Immaterialgliterrechte im IPR" 51
(1975); sanprock, 1985 GRUR Int. 507, 518t seq.The new German Act on Private
International Law (EGBGB) does not provide an explicit rule ifdringements of
intellectual property rights, but in the explanatory memoranduthefew Act it is
stated that the new law does not change the general rig& ffci protectionisfor
infringements of intellectual property rights, 1999 BGB1. |, 102 d&srats-Druck-
sachen 759/98, at 18, 22).

62 See the discussion above under D.ILI, Part One.

63 The special nature of intellectual propertytsgh the field of the conflict of laws is also
made clear by their exemption from the scope ofiggijpn of Art. 3 of the planned E-
Commerce Directive (Draft Directive dated November 18, 1998M (1998) 586
final).
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marks on the Internet is not a question of assediihgr the domestic or
foreign objective trademark law by means of an abstigcice-of-law
rule, but of achieving a balance between the subjectnketnark rights
granted by the different national legal systemsightlof the fact that
the use of trademarks on the Internet can only bereglobal or not at
all.** Since it is not the conflict of legal systems buhea the conflict of
subjective property rights that must be solved, clasmilict-of-laws
rules do not seem suitable for solving the conflitcbm a systematic point
of view, it seems to be more reasonable to reskicscope of both (or all)
subjective trademark rights involved in a cross-bohdiernet dispute on
the ground of the global nature of the medium, by exofidertain uses
of a foreign trademark, despite their effect onrthional territory, from
the scope of the substantive trademark-law exclusimitgaich national
trademark law. The following section examines how @nwhat manner
such a restriction of substantive law could beeagdl. In any event, trade-
mark conflict-of-law rules are not the appropriate tgtgrpoint for the
solution to the problem. To solve the "conflict ofhiig' on the Internet,
new rules of substantive law have to be developed fusetlyenuinely
international cases where national substantive righidlict in a global
medium. In the following analysis, German law forting starting point,
but the final solution could also be adopted in an iatéwnal agreement.

F. Substantive Law General Prinaples

As a matter of principle, a trademark allows its boltb prevent any
third party acting without his consent from using adamark that is
identical or misleadingly similar (Sees. 14(2)(bpd2), 15(2) of the Ger-
man Trademark Act). In cases of well-known tradémmar commercial
designations, use can also be prohibited even where itheo risk of
confusion under trademark law but where the use ofignevgthout due
cause takes unfair advantage of, or is detrimentdhéodistinctive char-
acter of the repute of the trademark or the commiedtegignation

64 In particular, the international private law on trademarkh its starting point of the
existing property right differs clearly from theefibility of competition-law rules on the
conflict of laws, in which the starting point ofvalue-based examination is the place of the
competitive conflict of interests, with a certaiontlict-of-law perceptibility threshold
having to be exceeded for it to be applisdescHrRICKER "GroBkommentar. UWG,"
Introduction, F 19@t seq.with further references. It is only in such a flexible systieat
the criterion of accessibility "as intended" - as a coimagon of the place of the
competitive conflict of interests in the context of the riné - can be fitted. In light of
the territorially exclusive character of trademark monopights, it would be contrary to
the system to take as the starting point the intention esatitglity for the application of
national trademark law.
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(Sees. 14(2)(3), 15(3) of the German Trademark Act). Bledsiringe-
ments include not only affixing the sign to goodst@ offering or sup-
plying of services under that sign, but also use in bssipapers or in
advertisingj.e., any rendering of the trademark outwardly perceptible fo
advertising purposes. Such an outwardly perceptible rengdercludes
online perceptibility of the sigf.

However, the territorial restriction of the tradetnaneans that claims for
injunction are only possible if the infringement halken place within the

territorial scope of the trademark in question ar thie case of preventive
injunctions - where infringement is seriously threatk by an action

carried out abroad.

As long as infringements are restricted to natideaitory, the territori-
ality of rights means that no-one can be preventdddolemark law from
using or registering in the national territory ademark or business
trademark that is identical or misleadingly simitarthe foreign trade-
mark of another who uses it for identical or simigods or serviceS.
Domestic trademark rights and foreign rights in $hene sign can exist
alongside each other independently, irrespectivehdtiver they belong
to the same or different holders. It is only undertain circumstances
that, departing from the territoriality principle, thelder of a foreign
trademark can invoke the German Act Against Un@dmpetition to
resist its use by a third party in Germéhy.

The peaceful coexistence of rights with separate arfepsotection ter-
minates as soon as an infringement takes placewtitbiterritorial area
of protection of the domestic trademark. In such sedhe trademark
protected in the national territory by an exclusivéntrigrevails against
the foreign rightj.e., the holder of the national trademark can impose an
absolute prohibition against the foreign trademarkriteoto prevent an
incursion into the national area of protection ofthéslemark. As a mat-

65 ExpresslyNGERL & ROHNKE, "Markengesetz," Sec. 14, point 184zer "Marken-recht,” Sec.
14, point 488ALTHAMMER & KLAKA , "Markengesetz,” Sec. 14, point 31.

66 Federal Supreme Court, 1969 GRUR 607, &08eq., AIC 272 (1970) Recrirr, for
comparisonseesack, 1988 GRUR Int. 320, 332.

67 Thus, for instance, if the third party knows the market, ahe ilomestic trademark is
used with the intention of preventing the holder of the foreigrkrfram using it in
Germany, or if the use in Germany by a third party servepuhgose of exploiting its
reputation or establishes a risk of dilution, Federal Supremet @ecisions, 1967
GRUR 298et seq. - Modesg,967 GRUR 304t seq. - Sirosett987 GRUR 292t seq. -
Klingr, cf. alsosack, 1988 GRUR Int. 320, 332.
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ter of principle, trademark protection does not proviole the coex-
istence of signs with identical areas of protection

I1. Specific Problem of Use of Trademarks on the I nternet

The conflict-free coexistence of trademarks ends tifademark is used on
a website on the Internet. As soon as a companyedetidoe present on
the worldwide web, the perceptibility of the trademarka website that

can be accessed from abroad necessarily leads twansion into the

area of application of the domestic right.

If the traditional concept of trademark law is applibd result is quite
clear. The trademark-law claims in Sees. 14 andf1Be German Trade-
mark Act and the protection of names pursuant to Seof 12e Civil
Code grant the holder of the right a comprehensigeexclusive right to
use the trademark, which allows him to prevent anyofigesign that is
identical or misleadingly similar within the teontal area of protection.

In this sense, German courts have continued to apgditiomal trade-
mark concepts to trademark conflicts on the Interfibus in particular
the Berlin Court of Appeai$has held that the accessibility of a domain
name registered by a US company is sufficient to @stahh infringe-
ment in Germany, and has prevented the defendasitler¢ in Kansas
City, from using the contested domain names. Acogrth the court, the
consequence that the domain names can no longesedeworldwide was
to be accepted. Likewise, the Nanterre Court of Appé@alhie decision
referred to above, applied the general trademark-lanciples without
restriction and granted the French rightholder lasolaite right to prohibit
the use of the trademark in Frarite.

The unrestricted application of the general principfasamlemark law to
trademark disputes on the Internet seems to be proladerhadt only
does it appear unacceptable that any foreign enterpviee,if its busi-

68 Exceptions from this absolute protection have hitherto only peenitted by case law in
cases of persons bearing the same family nameder wertain conditions, in the case of
signs with only regional scope of protectiaf, FEzER "Markenrecht,” Sec. 21, point 18,
with further references; on coexistence in the case of gpbgally limited trademark
rights, see kur, "Der Schutz nicht eingetragener Marken," doHRICKER (ed.), "Die
Neuordnung des Markenrechts in Europa” 135, #4&R "Markenrecht,” Sec. 15, point
128; INGERL & ROHNKE, "Markengesetz,” Sec. 15, point 20; Munich CofiAppeals, 1994
WRP 326, 330, in a dispute between a brewery with regionallyiatestrbusiness
activities and a brewery operative nation-wiskee alsaviunich Court of Appeals, 1994
OLG Report 103, following Federal Supreme Court, GRUR 1991,155Ri&ke.

69 Berlin Court of Appeals, 1997 CR 685seq. - concert-concept.

70 October 13, 1996G 2 v. Brokat Informationssysteme Gmbeg above C |, in Part

One.
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ness activity is restricted to its own nationatitery or - as in the above-
mentioned case densusan v. King to a local or regional level, can,
through its presence on the Internet, be exposed toigheof being
condemned for an infringement of trademarks in aayntry in the
world. It also cannot reasonably be expected that lgho@er whose
business activities are restricted to the natiomataey or even its local
region must take into account conflicting trademaaksl commercial
designations all over the worftl.

The unrestricted application of trademark-law princiglestrademark
disputes on the Internet would also mean that, as a&®a@nsign is pro-
tected in a single country in the world, the rigidlees could forbid each
other from using their trademarks on the InternétusTin the case of
SG 2 v. Brokatnot only could the French company prevent the German
rightholder from using its trademark on the Interrmit vice versa the
German software company, relying on its trademarkepted in Ger-
many, could forbid the French company from using thdemark on the
Internet. If such a judicial practice were to estabiistlf worldwide, a
large number of companies would no longer be able tchedaternet as
an advertising platform.

In addition to the possibility of the holders of itleal or misleadingly
similar trademarks mutually blocking each other, dwmlpgractically de
facto impossibility of complying with trademark g in every country of
the world, account must be taken of a further peculia8tgce the ac-
cessibility of web-pages cannot be restricted teratigtiand since con-
sequently there is no possibility of breaking up the fitbn in terri-
torial terms, the effect of a prohibition on the us@ drademark on the
Internet issued on the basis of an infringement dbmestic trademark
right cannot be restricted to the national terriony necessarily also has
an effect outside the territorial protection of thetpcted sign. The order
imposed upon a foreign enterprise not to render aictimdl sign per-
ceptible in the national territory via the Internetcessarily means that
the foreign company must in future cease to use thertraik on the
Internet as a whold,e., also in countries where use of the trademark
would be permissible because of the absence diotiof rights/? Since

71 In the result, likewiseiGERL & ROHNKE, "Markengesetz," Sec. 14, points 30, 31, who argue
for a normative restriction of trademark protection taa ¢riterion of sufficient domestic
connecting factor; see below IIl 1.

72 A comparable problem is raised by competitive actions dnténet, which likewise can
only be forbidden overall, with the consequence that a prohibéstricted to the territory
of one country de facto leads to a prohibition of the entive”ising measures on the
Internet and hence to the application of the most strict caiopédaw; cf. Frankfurt Court
of Appeals, 1999 K & R 138, with comment kgTTHOFF, on the problem in detail
DETHLOFF, 1998 NJW 1596, 1602gee alsdl997 CR 682NIEBLER, iN LOEWENHEIM & KOCH,
"Praxis des Online-Rechts" 248ssmann 1998 K & R 426.
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product marketing on the Internet has already becdraly\vimportant
in a number of trade sectors, while at the same ttimeaise of different
trademarks for online and offline marketing of §aene product is hardly
practicable, the companies would ultimately have nor atheice than to
cease using the trademark both within and outsiddnteenet or to
switch to a different trademark. In the case offlimting company names,
which are practically impossible to change, the compamyid be per-
manently prevented from using the Internet for saled advertising
purposes. If the court invoked by the foreign rightholitee his home
country also held that online accessibility via bhkernet was sufficient to
prevent the German enterprise from using the sigrherrtternet, the
protected trademark could no longer be used by eithepaay as a
trademark or commercial designation.

[11. Approachesto Redrict Trademark Law in Trademark Disputeson the
I nternet

If, in light of the above consequences, it seenas the unrestricted ap-
plication of trademark-law concepts are unsuitasiea means of solving
trademark disputes on the Internet, the questigesrof how existing
trademark law could be adapted to new conflicts.efamination of the
interests involved shows the trademark owner'st rifgniving from his
national trademark to prevent impairment as fapassible of the terri-
torial protection of his trademark and to preveterapts by third parties
to penetrate the legitimate territorial protectiohhis trademark. This
interest in protection is in conflict with the inést of the foreign user of
the sign in not being subject to a prohibition uniademark law for uses
made by him in a particular country, either becalusédimself has ob-
tained prior trademark protection for the signhattcountry or because
the use of the sign is permissible for lack of aagflicting rights. Thus the
conflict resolution requires a line drawn betweerritorially restricted
tradBemark protection and the resulting foreign dose of the designa-
tion.

1. Online Advertising on the Web
As a starting point, three possible solutions te dispute can be con-
sidered.

a) Sufficient minimum contact

The least drastic modification of trademark pradectould be conceived
by means of a construction such that only those usassigin on the In-
ternet are regarded asisewithin the national territory if there is a do-

73 Likewise the Mannheim District Court, 1968 GRUR Int. 236, 237, wipect to the use
of trademarks in cross-border print media.
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mestic connecting factor going beyond mere onlinegpibility of the
sign in the respective countfy/Indications whether a website reveals a
sufficient domestic connecting factor going beyondemaccessibility
could be found in the language used on the website, adtital to the
website from persons in the particular country, actiatytside" the In-
ternet or the use of an ISO Standard country codevepdomain. Thus
there would be no domestic connecting factor if tlebsite, thanks to
language, only has a negligibly small circle ofipients in Germany, or if
the nature of the goods and services offered onvétsite showed that
they were not suitable for cross-border sales to@my’

On the other hand, a sufficient minimum contact wdatdinstance be
assumed if reference is made to the Internet infooman other media.
The same would apply to the use of a domain name uhdezountry
code domairY.de," since this would indicate that the focal pehbusi-

ness interest was in Germéfy.

This approach of sufficient minimum contact appears oging at first
glance, but is open to reservations. It is true thaecthierion indeed ap-
pears capable of acting as a filter in all conflictsvhich the linguistic
wording of a website or, as in the casdBehsusan v. Kinghe specific
nature of the goods or services shows that ther late accessed by few or
no Internet users in Germany. If a website is in &w@nor Arabic script,
or if a foreign pizza service or a foreign taxi gamy offers its services on
the Internet, the trademark right effects, despiteperceptibility of the
sign in Germany, are only marginal, with the reshétt there is no im-
pairment of the trademarks in Germany and hence Bis lber an in-
junction. Such merely "virtual" trademark impairmentauld, if such
conflicts are ever in practice submitted to the colrésgexcluded from
trademark infringement by means of the minimum cdrdeterion.

On the other hand, the criterion gives rise toidliffies in all cases in
which goods and services offered on a website atabdaifor cross-
border sales, and the linguistic form of the websstéonger permits the

74 Cf. INGERL& ROHNKE, "Markengesetz," Sec. 14, point 1R, in LOEWENHEM & KOCH(eds.), "Praxis
des Online-Rechts" 325, 377 (1998¥GERLENZ, in LEHMANN (ed.), "Electronic Commerce”
183 (1999)pmsELs 1997 GRUR 328, 33VpLKER & WEIDERT, 1997 WRP 652, 662.

75 Similarly alsaomseLs 1997 GRUR 328, 337; with respect to domain naondlicts, taking
the concept of use as the point of reference and requiring ificpeerference in the
domestic protective right or an aim towards the domestitket resulting from the type
and presentation of the goods and services offexed, in LOEWENHEIM & KOCH (eds.),
"Praxis des Online-Rechts" 325, 377 (1998).

76 With reference to the question of international jurisdictimntdrt actions and the
specific case of domain name conflieteEGNER 1998 CR 676, 683BBER, 1997 WRP 498.
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potential circle of addressees to be determihdthis is the case, for in-
stance, with websites in English or where, such asdle of the offer of
digitized products, the goods and services offeretherwebsite can be
directly transferred via the Internet. Since theeptal market here can
be extended to practically all the countries in theldvatith a minimum
of financial and logistic effort, a claim for injoiion under trademark law
would meet the sufficient contact criterion. The agsiion of an in-
fringement based only on sufficient contact would hidneeconsequence
that the foreign user of the sign would be prohibiteamfrusing his
trademark or business name for advertising on tleret, without the
particular conflict of interests and principles shown\ae being included
in the evaluation of the dispute. The criterion ofufficient minimum
contact factor may thus be capable of filtering outadertases of a
minimum impairment of property rights from infringemesiaims, but
does not represent the requisite analysis standard é®cision of the
substantive-law issue.

b) General balance-of-interest proviso

If the criterion of sufficient minimum contact i®thadequate as a crite-
rion for the solution of the substantive-law issadurther possiblee lege
lata approach would be to subject the trademark-lawrctaia compre-
hensive balancing of the conflicting interests ddigion to the statutory
tort requirements.

Such a balance-of-interest proviso is not unknosvtrademark law. With

respect to particular trademark disputes, courte ledready seen them-
selves occasioned to settle the contradictionsitefasts and principles by
means of a balancing of interests. In particulasfrictions to the asser-
tion of infringment claims by the rightholder halveen permitted by the
courts in cases of identical names, where the harsesof one's own fam-
ily name in business dealings, even if this usaitikin the scope of pro-

tection of an older trademark, cannot be simplyieteno the holder of

the name; instead a balancing of the mutual irteiesapplied and results
merely in the imposition of the use of distinctadgditions’

The language criterion fails with respect toetlsing by a foreign company in English;
likewise, for companies from the German-speakingldvehat offer their products on a
website written in German.

Before the new Trademark Act entered into effébe principles concerning identical
names were derived in legal and dogmatic terms filwenfeature of dishonesty in Sec. 12
of the Civil Code; for detailseeknaak, "Das Recht der Gleichnamigen" 53; under the
new Trademark Act, the basis for identical namétsds partly found in Sec. 23, No. 1, of
the Act and in the feature of dishonesty in Se¢2)L5f the Trademark AcSeeINGERL &
ROHNKE, "Markengesetz," Sec. 23, points 19, 20 with efee to (Contd. on page 294)
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Likewise, in the conflict between an earlier trademe with geo-
graphically restricted protection and a more recemtidmark used at
supra-regional or national level, courts have curtatedabsolute pro-
tection of the regionally or locally restricteddeaname to such measures
as are justified on the basis of a balance of ineféstccording to the
words of the Federal Supreme Court, the individuatésts of the par-
ties are to be balanced in such cases, and in partibelguestion should
be asked of the importance and the weight that alptoty order would
have for the plaintiff and the economic effects thajeographically re-
stricted prohibition would have for the company activesupra-regional
level. Exceptions to absolute protection have been aathafter balanc-
ing the mutual interests, particularly with respecth® tise of signs in
supra-regional radio, television and magazine adwegti since it is only
with unreasonable organizational effort that thestattin be prevented at
regional levef°

Finally, the Tannenzeicheulecision of the Mannheim District Court con-
cerning the use of trademarks in international magaz referred to
above, is also based on a restriction of absohategtion resulting from a
balance of the conflicting interedtsSince only a small proportion of the
total edition of the magazines was disseminate@ermmany, the use of
the sign in Germany was regarded as a mere "spiley’ of the pri-
mary and permissible use abroad. The conflict in susbschetween the
territorially restricted protection of the trademankd the resulting free-
dom of use abroad could only be solved by a decisiomtiatathe spe-
cific interests of the parties involved. Since bothgawines were dis-
tributed abroad and had no regionally differentiatditioms, and hence
the defendant could only choose between advertisinigeise magazines
abroad and in the home country or not at all, thenoalg of interests
resulted in a clear predominance to the benefit ofdiegn freedom of
trademark?

(Contd. from page 293)

Sec. 23, No. 1, of the Ackezer "Markenrecht,” Sec. 15, points @2 seq.;Federal
Supreme Court, 1997 WRP 751, 758.Z. v. Berliner ZeitungscHoLz, 1996 GRUR 679,
680, with reference to Sec. 15(2) Act.

79 Federal Supreme Court, 1991 GRUR 155, 1B&Ho.

80 Munich Court of Appeals, 1994 WRP 326, 330, in a dispute between a Yreiver
regionally restricted business activities and a breweryatipernation-wide; likewise
Munich Court of Appeals, 1994 OLG Report 103, following Federal Su@r€ourt,
1991 GRUR 155, 156 Rialto; likewise Kiel District Court, 1994 AfP 330, for ggra-
phically limited title protectiongf. alSOINGERL & ROHNKE, "Markengesetz,” Sec. 15, point
20.

81 1968 GRUR Int. 236t seq.
821d. at 237.
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The principle of balancing of interests also appearseta practicable
approach to trademark disputes on the Internet. Alseicase of the use
of signs in magazines distributed internationallyurt® could use the
method of the balance of interests to analyze ttts faf the dispute and
achieve a balance of the conflicting interests. &itte decisive factors
would be questions of fact, the balancing of interestsld essentially be
a duty of the courts, which would have to drawribeessary line between
territorially restricted trademark protection aneé tiesulting freedom of
use in light of the circumstances of the individuade;awith the specific
problem of such trademark disputes on the Internetyeady described.

Nevertheless, there are doubts whether the solutiorwfdisputes can
be left entirely to the courts. Even if, as the cadadentical names and
the protection of commercial designations with terially restricted

protection show, the principle of the balancing of riesés generally
causes no difficulties in deciding trademark disputestill appears

doubtful whether the courts would be at all willing ie thear future, in

the absence of statutory requirements, to abandorb$uduée protection
of trademarks by means of a balancing of interestscolurt decisions is-
sued on international domain name conflicts on mibermet clearly show,
there is the risk that the courts will come downtloa side of national
trademark protection and ignore the consequencdsddoreign user of
the trademark. If the solution to new disputes is dettirely to the ju-

diciary, it is to be feared that the contradictiobam®n domestic protec-
tion of the trademark and foreign freedom of usé agla rule be solved
one-sidedly in favor of the domestic trademarktggln the long term, a
nationally and internationally uniform solution taettrademark problem
specific to the Internet will in any event not be lagswithout a clear

statutory change.

c) "De lege ferenda " approaches

There are two possible solutions for a statutory chamgbe infringe-
ment of trademark rights.

(aa) Coexistence by using differentiating additions diaclaimers

A statutory amendment could be made in the forra obexistence model
with additions. A solution to trademark disputes isagivable by means
of the insertion of differentiating additions osdaimers, such as in cases
of identical name& According to this model, the domestic trademark

83 A coexistence solution with additions as a meefnsolving trademark and company name
conflicts in the European single market was oriijnapheld by the ECJ in th&lAG |
decision, but the approach was criticized by thgoritg in the legal literature (Contd. on
page 296)



296 Bettinger & Thum IIC Vol 31

holder would be obliged to tolerate the use on therateof an identical
or misleadingly similar sign, but the foreign tradeknholder would,
within the limits of what is reasonable, be obligedbointer the risk of
confusion by inserting, where possible, differentiatmtylitions or dis-
claimers. Such additions could be indications @firorsuch as the place or
country of manufacture, the domicile or place of busiéshe foreign
trademark user or a disclaimer such as "not be confuitled.."

However, from a practical point of view, this apgeb appears dubious. It
is true that such additions and disclaimers, if bimatied, may under cer-
tain circumstances correct errors concerning thenecial origins of the

goods and services offered. This would, howevesuyppose that the ad-
ditions and disclaimers are displayed in a mannpaltie of perception

and do not fade into the background as compared hdtremphasized

trademarks or firm names.

Even if such explanatory additions and disclaimersdcenjoy a certain
distinguishing and identifying function, there il sloubt whether a gen-
eral dispute settlement model involving a codifiedgatilon to use such
distinguishing references is suitable for solvingrim&-specific disputes.
On the one hand, it should not be ignored that aidersle number of
trademarks that are identical or misleadingly simtoexist in a large
number of countries. In such a case, a legal clainffeyehtiating addi-
tions and disclaimers would mean that under cedia@umstances a large
number of such references would have to be included envébsite,
which on the one hand would once again call into tipresheir differ-
entiating and identification function and on theesthand would also be
difficult to implement in practice. Moreover, a gerieohligation on
companies to use additions also appears an unsuitabls wfesolving
disputes from a normative point of view. Firstly, tise of differentiating
additions and disclaimers is often of a discrinomanature. The value of
a company name or a trademark with a distinguishilaifige, such as a
notice "not to be confused with" or a geographicahtés at the least

(Contd. from page 295)

and subsequently repealed by the ECJ it&€ Il decision, 5 1IC 338 (1974), 23 1IC 92
(1992); on the discussion concerning the necessity for a coexssahation with
additions as a means of solving the conflict between the esgeitt of a uniform
common market and national trademark lefsBeier, 1978 RIW/AWD 213t seq.who
rejects a coexistence modelHANNES 1976 RIW/AWD 10; an@oTTIGER 1976 RIW/ADW
354et seq.focus on the necessity for coexistence with different additfmrscularly for
company names.
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considerably impairetf. Consequently, in many cases the trademark user
cannot reasonably be expected to tolerate the impairofehis own
trademark resulting from the obligation to use suclitiadd, an impair-
ment that also applies in those countries in whicheaofishe sign on the
Internet would be permissible thanks to the holderis prior right or in

the absence of conflicting rights.

Finally it should not be overlooked that a codifieddl right to differ-

entiating references or disclaimers would give tigea considerable
number of legal disputes. It is to be expected that dmmeatiemark

holders affected by the perceptibility of a foreigentical or misleadingly
similar trademark would assert their claims to sudtiiteons through the
courts in the event of dispute. As a consequence, iy rases only a
court decision would clarify the question as to thgetpf additions or
disclaimers that were capable of reducing the afsonfusion, and where
and in what form these were to be inserted on thesiee This would

undermine the objective of relieving the use of traai#s on the Internet
from the necessity of worldwide trademark seareresexaminations of
possible conflicts.

(bb) Coexistence with unfair-use proviso

Finally, it is necessary to consider the approachesfricting absolute
protection and replacing it by a coexistence solutidh ah unfair-use
proviso. By introducing a restriction on protectioattapplies uniformly
to trademarks and commercial designations, the fugesign in advertis-
ing on the Internet would be exempt from claims for itnitibn provided
the use of the trademark or commercial designatienewot contrary to
unfair practice§® Accordingly, the domestic holder of a trademadhri
would be obliged to tolerate the perceptibility on therdmet of an iden-
tical or misleadingly similar sign unless particuléncemstances estab-
lished that the use of the sign amount to unfair ushdyoreign user of
the mark. Since in such cases, the assertion ofroe&s represents an
exception to the general admissibility of the use ghsion the Internet,
the domestic holder of the trademark right would blged to submit
and substantiate the unfairness of the use of thendeisig.

84 Cf.KNAAK, "Das Recht der Gleichnamigen" 54.

85 From the point of view of legislative structuich a rule would be comparable with
Sec. 23 of the Trademark Act and, leaving asideomiimguistic differences, the identical
provisions of Art. 6(1) of the EU Trademark Direeti(89/104/EEC) and Art. 12 of the
Community Trademark Regulation, which contain iestms on protection with respect to
the use of names and addresses, trademarks degagibdds or services and specifications
of purpose likewise supplemented by a dishonesiyigo.
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(i) Coexistence

The possibility of such coexistence of trademarks tsfunodamentally
unknown to trademark law. The willingness to openbiigiers to coex-
istence solutions has already been discussed in a nafngeecial con-
flict situations.

Solutions that accept coexistence have been regardedcassary for
specific forms of use in the case of conflicts leefvnational trade names
in the European single market. Thus a companyaiffizes its trade name
as a necessary indication of the manufacturer optmextion with the
goods cannot be prevented from selling these goodadther Member
State® The coexistence of conflicting rights has alsonbesnsidered for
locally restricted commercial designations, in ipafar for the use of such
designations in advertising in mass communicatiedia’

Nor has the German legislature refused to accept teezéssolutions. A
comparable approach was proposed for supra-regional adwgftr the
cases of dispute resulting from the reunification ofn@ay, in which
trademarks and service marks originating in theefddRepublic of
Germany entered into conflict with identical tradeks originating from
the former German Democratic Republic as a resultekxtension of
territorial protectiorf® While all uses of trademarks outside advertising
remained subject to absolute protection, and thus tladerhof the more
recent trademark in the particular territory may ame the mark in the
other part of Germany if the older holder in thistgas consented, this
principle was restricted with respect to supra-regianertising. Even
without the consent of the holder of the other tnaald, an extended-
territory trademark may be used in mass media comiaimnc if the
dissemination cannot reasonably be restricted tprindgous territory of
protection. In such a case, the interference in xoctugive right of the
other trademark holder is not regarded as infrireggm

The trademark coexistence that must be accepted for-segiomal ad-

vertising is based on the consideration that the lafesprotection of
trademarks leads to an unreasonable obstacle toattheniark holder's
business activity as far as concerns his ability tdtuse advertising his
products or services in media distributed beyond théder of protec-

tion in question to the other part of the countryinaelevision or radio

86 kNAaK, "Gedanken zum Konflikt von Handelsnamen im Gesaimen Markt," 1982
GRUR Int. 651;see alsokiaka, "Vor-(Weiter)Benutzung im Kennzeichnungsrechh” i
ERDMANNET AL. (eds.), "Festschrift fur v. Gamm" 271, 287.

87 KUR, "Der Schutz nicht eingetragener Marken,"stHRICKER(ed.), "Die Neuordnung des
Markenrechts in Europa™ 135,143.

88 Cf. FezeR "Markenrecht,” Introduction, point 61NGERL & ROHNKE, “"Markengesetz,"
Introduction, point 31, with further referencesaak, 1993 GRUR Int. 18t seq.
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advertising, the broadcasting of which cannot beiotstl to the original
territory. Since in such cases the rightholder fdlbeslternative of either
obtaining the consent of the holder of the configtirademark in the
other territory or, if this is refused, renouncihg use of these advertising
media, an exception to absolute protection of the tradeis justified®

A solution based on coexistence also represents a osgiptoach to
solving trademark disputes on the Internet. Ifftmeign user of the trade-
mark is a company that uses the Internet in ordprdeide information
about its goods and services that can be accessedédmgetnusers in
other countries, but where the nature of the productsttmr reasons
preclude cross-border trade in goods or serviceseftbets on the na-
tional trademark resulting from the mere accessihitiitthe website are
marginal. Since the foreign user of the trademanrklight of the im-
possibility of subdividing the accessibility of vedles on a territorial basis,
is obliged by a prohibitory order to renounce entirbly tise of the In-
ternet as an advertising medium, the balancing ofdh#icting interests
and principles clearly results in foreign freedofruse prevailing over the
domestic trademark right.

However, even in cases in which the website, becafithe language that
is used and the nature of the products advertisedpesbte of having an
effect on the domestic market, the scales williegdly tip in favor of the
foreign freedom of trademark where the trademarksid honestly. It is
true that, in individual cases, the effects of the afsa trademark on a
website that can be accessed from Germany may benef gmsiderable
significance to the domestic rightholder. In part@icuithe search for in-
formation using Internet catalogs and search engiaesresult in a for-
eign website also being accessed in consideraioiders from Germany,
with the result that, unlike the case of internatiahstribution of maga-
zines, it can no longer be a question of a "spillimgr'oof the permitted
use abroad, or of a marginal impairment of tradematetésts. Nor can
the general public's interest in not being misled byuseof identical or
misleadingly similar trademarks be discounted agyaifiant factor in
adjudicating the dispute.

Nevertheless, even in these dispute situations, priafit frequently be
given to foreign freedom of use against the domesdidemark protec-
tion. Primarily, even once the number of visits t® wWebsite have passed
a certain threshold, the interests of the domedgistholder are less
strongly affected by the perceptibility of the foreiygademark on the
Internet than by the sale of the product in Germahg consequences for

89 Earlier British law also accepted exceptions from the iptaof territorial exclusivity in
the doctrine of "honest concurrent user" adopted in Sec. 12(B¥ dirade Marks Act
1938.
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the foreign rightholder obliged to refrain from use as a rule more se-
rious. If he wished to comply with the judicial pitaition, the latter would
have either to abandon his trademark, which is piedem his own
country and possibly in a number of other countiéesl which represents
considerable goodwill for his business, or renoundeeinthe use of the
Internet as an advertising medium. Likewise, the pisbiigerest in not
being misled by the coexistence of identical orleadingly similar trade-
marks can only be achieved with restrictions in@al medium. Any-
one who uses a global interactive medium can be expéztegply
greater attention with respect to the possibility aéxisting trademarks,
particularly since information concerning the comri@rorigins of the
goods or the identity of the company are frequentgtained in the
general presentation of the company and the contémtmation reg-
ularly provided on the website.

A final argument against retaining the trademark-&awlusivity princi-
ple is the above-mentioned mutual blocking of the rigldérs in the
event that a prohibition order is granted by virtue dfademark. If the
domestic user of the trademark is granted an absiginteof prohibition
against the use by a foreign enterprise of aniddgrar misleadingly sim-
ilar trademark, it must also expect that the foreightholder will bring
an action for prohibition against it on the groundshefuse of its trade-
mark on the Internet. In this case, both righthaldeould be denied the
possibility of using their trademark on the Intertetorder to avoid this
consequence, coexistence is unavoidable. As such sitndbeepresent a
devaluation of trademark rights but leads to a reginof the scope of
national trademark protection where this is unavosl@blorder to pro-
tect the foreign rightholder, and hence ultimatelythe interests of all
rightholders in the lawful use of their trademarkdfmnInternet.

(i) Unfair-use proviso

If a coexistence solution appears justified in typicaiflad situations,
nevertheless, the restriction of absolute protecsoonly to be accepted
for cases of honest use of trademarks. As experisith the abusive reg-
istration of domain names ("domain grabbing" or "cgljaatting") and
other new forms of trademark infringement on the eg., "meta-
tagging®) shows, there is a particularly large risk of the afmusse of
trademarks on the Internet. In order to preventexistence rule assist-
ing the abusive use of designations, courts must hatfeiatdisposal a
flexible instrument that protects the domestic rigitpobgainst such

90 Meta-tagging means the insertion of trademarks and nambe sotirce code of a
website with the aim of causing the Internet search machirieslide the website in the
lists of results to search queries for the cormedipg terms; on the legal problem of meta-
tagging,cf. KUR, in LOEWENHEIM& KOCH(eds.), "Praxis des Online-Rechts" 325, 371 (1998).
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practices on the Internet. In order to exclude wrdad abusive use of
designations on the Internet, the coexistence maudedt be supple-
mented by a dishonesty proviso. The basic condftiorthe admissibility

of the use of a trademark in advertising on theriwt is accordingly the
good faith use of the trademark. If the foreigrhtiglder infringes this
requirement, he can no longer rely on freedom @ alroad, and the
legal consequences otherwise applied to tradenmdirkgements will be
imposed,i.e. the domestic rightholder will be entitled to an estricted

prohibition claim pursuant to Sees. 14 and 15 efGerman Trademark
Act and Sec. 12 of the German Civil Code, irrespeatf the effect that
such an order has beyond the domestic territopyatéction.

In the decision whether the unfair-use standamds the notion of unfair
use is not limited to cases of egregious examdl@gliberate, bad faith
infringements, but the courts will have to examwéjle balancing inter-

ests, all the circumstances of the specific ind&idcase, taking into ac-
count both the principle of territoriality and thesulting freedom of use,
and the domestic rightholder's interest in obtajnirasonable protec-
tion of his trademark. In applying the unfair-uséezion the courts will

have to include a number of factors in the exanonaivhich “interact

like a moving system, and whose accumulation atetaation can estab-
lish the unfairness standard." Of importance iratheihg interests will be
above all subjective aspects of dishonesty sudhamtention to cause
confusion or to mislead, systematic imitation o foreign trademark, as
well as the degree of identity or similarity betwdhe trademarks, the
degree of reputation of the trademark in domestde circles and the
scope of the geographical protection of the tradknoaitside the do-
mestic protected territory.

The main cases of application will be, without th&ng an exhaustive list,
not only the use of the trademark with an intentmrcause confusion and
to misuse, but above all the protection of famaagémarks against di-
lution or exploitation of reputation that is alrgattie requisite of "unfair
use" according to current law. Particularly in ttasse of the famous and
well-known trademarks within the meaning of Art®®f the Paris Con-
vention and Art. 16(3) of TRIPS, which are partaoly at risk, the bal-
ancing of interests will as a rule lead to the ¢radrk-law prohibition
claim being granted, particularly since here thetgution of the trade-
mark in most cases applies, not only in Germanyibwut number of
countries, and hence the freedom of use as a vadter is of less im-
portance.

In addition, the use of a trademark on a websiteguthe top level do-
main “.de" can be considered as a separate group of cagbs dis-
honesty proviso, since the choice of.de" domain expressly establishes a
relationship to the German market, and for thisoaat appears justified
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to exclude these websites from the coexistence rulesabjbct them
without restriction to general trademark principlebeElastic meaning
of the proposed unfair-use proviso thus provides suffidleribility to
guarantee the necessary protection of domestic teattem

Moreover, courts would be allowed scope for differeintiplegal con-
sequences within the examination of dishonesty. Tihuthe individual
case, courts will be able to issue a relative prohibitiaier instead of
granting or refusing trademark-law claims, dependingthe circum-
stances of the individual case and after balanciegctnflicting in-
dividual interests and consumers' interesgs, when the user of an iden-
tical or misleadingly similar sign can be orderedpply measures that
would eliminate the allegation of unfair use. Such messcould also be
in the form of orders to use differentiating addisoor disclaimers, but
such a conflict settlement would only be justifisdexceptional cases giv-
en the problems of such additions shown above.

(cc) Interim result

In conclusion it remains to be stated that the absgubéection of
trademarks by existing trademark law is not a suitatgans for solving
trademark disputes on the Internet, but that rathesideration should
be given to restricting absolute trademark protectimh applying a co-
existence model restricted by an unfair-use proviso

The proposed coexistence solution, according to wiiehrightholder
must tolerate the parallel use of a sign that is icknor misleadingly
similar by the foreign user of the mark on the Intgrprovided the use is
not considered unfair, results from the attempt to mtexritorially re-
stricted trademark protection with the resulting dicga of use in other
territories of protection. The negative consequerfoesthe domestic
rightholder resulting from the perceptibility of an ntieal or mislead-
ingly similar sign may be considerable, but appear taskigd on the
basis of the freedom of use abroad and in light optssibility, in the
general interest of rightholders, of using the Imdéras an advertising
medium if the allegation of unfair use cannot be esthéd in light of all
the circumstances of the case, and after balaatidgsaluing the different
interests involved.

2. Sales Activities

Finally there remains the question of how salesviies on the Internet
are to be assessed under trademark law. There adotdws on the as-
sessment of the cases where the goods offereceametisite do not per-
mit digitization and hence must be put into circulationGermany
through conventional distribution channels. If theeordlone is made on
line, the sale of the goods and services can hactestterritorially as for
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other forms of remote sales, so that there is masion for restricting

existing trademark-law principles, and the goodd services can only be
put into circulation where they are not in conflicttwihird party trade-

marks.

However, a restriction of the general trademark-fanciples in the
sense of the coexistence model proposed for onlinertéglag does not
appear necessary for cases of sales activities @¢auiedirectly via the
Internet. It is true that the territorial destinatiof online distribution
cannot be determined by technical means. Howevelkeuhiiernet ad-
vertising, the territorial demarcation of sales\dii¢s carried out directly
via the Internet is not a priori impossible. Since gbeds and services
offered online are only distributed or made availabler conclusion of a
contract and prior payment or by using password systémes is the
possibility of identifying the purchaser according ttionality and of
excluding Internet users from countries with confligttrademark rights
from the purchase of online products. The specific prol@éran in-
separably mixed foreign-domestic legal situation, ascriteed for the
Internet, which requires a restriction of the absoprt#ection of trade-
marks, thus does not apply to online sales aetvitConsequently, an ex-
ception from the trademark-law exclusivity principle,iethwould rep-
resent a privilege for online sales as compared wdttventional dis-
tribution forms for goods and services, would appeaheejustified nor
necessary.

Finally, mention must be made of conflict situationsahich - like the
free"Playmen-Lite" version in thelayboyv. Chuckleberrycase referred
to above - the products can be accessed in the net freanfie. The US
court in this case demanded that access to thesérs@n should also
only be possible against issue of a password texbleision of US Inter-
net users, since "Playmen Lite" itself representedptioduct. As far as
concerns the classification of the accessibilitgmionline product free of
charge as a sales action, and according to theajenées of trademark
law. this decision goes too far. The interactiveir@of the Internet as an
(advertising) medium would be largely destroyed isurch cases the re-
quirement of the creation of password systems wenrtige rule. Such
forms of advertising in which the product itself iahe available free of
charge as a means of advertising are to be clabifitrademark-law
terms as advertising, with the result that the prapasexistence solu-
tion should also apply here.

As a result, online sales actions - which do nolutfe advertisements
through offering products free of charge - are, liftEne sales activities,
subject to general trademark-law principles, with thesequence that

91 See above C.IL, in Part One.
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online sales may only be made to such countries ichathiere are no
conflicting national trademark rights.

G. International Domain Name Conflicts

A special issue of trademark law on the Internet tlaatbeen left aside in
the considerations so far is that of domain narapute, which has oc-
curred on numerous occasions in the Pas&tcording to now established
case law by the appellate courts, the use of aidamame that is identical
or misleadingly similar to a trademark or a comriadrdesignation may
give rise to prohibition claims under trademark.¥dust like the use of a
trademark on a website, the use of a domain namthoaread to trade-
mark disputes if a foreign company operates under a idonzame a
website that can be retrieved by Internet users in @gym

I. Legal Protection Before National Courts

A comparison of domain name disputes with generaktmaak disputes
resulting from the use of trademarks on the Intereetals no funda-
mental differences with respect to the internatiorature of the prob-
lem. As with the use of a sign on a website, tleeafisa domain name also
leads to global perceptibility, which can be forbiddenthey holders of
identical or misleadingly similar signs by applicatiohgeneral trade-
mark-law principles. Since the accessibility of domaémes cannot be
restricted territorially? a prohibitory order, just as for the use of agrad
mark on the website, will mean that the domain ownest abandon the
use of the domain overailge., also in the countries in which use would be
permissible in the absence of property rights or orbésis of the user's
own trademark. Consequently, as with general tradedigputes on the
Internet, the solution of domain name disputes witkifm reference re-
quires a distinction to be drawn between the freedouose abroad and
domestic protection, with the result that both thesm@rations on in-
ternational jurisdiction and on conflict of laws)dathe coexistence model
proposed for the solution of substantive-law issues Isanb& applied to

92 On the newly created possibilities of legal getibn in addition to national jurisdiction,
within the framework of the "Alternative Dispute ResolutigkDR) Policy” of the
"Final Report of the WIPO Internet Domain Name Bss¢'seeBETTINGER 1999 CR 492t
seq.

93 Of the numerous publications on German lawreat® is made t@UR, in LOEWEN-HEIM &
KocH (eds.), "Praxis des Online-Rechts" 325,377 (1988}, further reference®eTTINGER
1997 GRUR Int. 402JAEGERLENZ, in LEHMANN (ed.), "Electronic Commerce” 183 (1999); A.
NORDEMANN, 1997 NJW 189%tseq.;omseLs 1997 GRUR 32@t seqVOLKER & WEIDERT, 1997
WRP 652:tseq.wiesg, 1998 CR 15étseq.pseeR 1997 WRP 498.

94 See above B, in Part One.
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the use of domain names. As far as concerns the stilestw solution
of disputes, the cases of domain grabbing or cybersogiliét occurred
particularly in the initial stages of the commeraation of the Internet,
and in which third party signs were registered amaio names in bad
faith or for abusive purposes, such as in order to préfrerawner of the
trademark from reflecting the mark in a correspogdifomain name
using his trademark as a domain name, to sell @rwibe transfer the
domain name to the owner of the trademark or torapetitor or other-
wise disrupt the business of a competitor, can withdtitulty be cov-
ered by the unfair-use proviso of the proposed coexistendel®® The
same applies to cases in which a foreign domaitetislchoice of domain
name dishonestly exploits or impairs the distinctigenend the reputa-
tion of the domestic trademark. However, just like tise of a trademark
on a website, the unfair-use test is not limited tineate, bad faith reg-
istrations but can also be fulfilled if the balamténterests and analysis of
principles justifies an exemption of coexistence and #hsolute pro-
tection of the domestic trademark or commerciatdesion?®

I1. Legal Protection Under " Administrative Dispute Resolution Policy” of
" Final Report of the WIPO Internet Domain Name Process'

As a reaction to the large number of abusive domairenagistrations,
demands have been voiced for the provision of altemdispute solu-
tions that would avoid time-consuming and expensivee stcognition
and enforcement proceedings. In the Final ReporheM/IPO Internet
Domain Name Process these demands have been takacdéount. The
WIPO report, initiated by a White Paper from the USW avith the ap-
proval of WIPO Member nations, contains a detailedlogue of rec-
ommendations for reforming the domain name systedhpossible al-
ternative dispute settlements that will be subitted@ANN and to the
Member nations of WIP&.

If the recommendations prepared by WIPO are implemgtitedright-

holders, in addition to proceedings before natiomairts, would have
three further alternative procedures for solving domame disputes.
The proceedings referred to'asline mediation'and"online arbitra-

95 Such a case of abusive registration was th&tlagfooy Enterprises v. AsiaFocus Inter-
national Inc.' theconcert-conceptase decided by the Berlin Court of Appeals, 19976865,
was also probably a case of an abusive registratitin the result that the decision is to be
supported, although not in its justification butii® result both with respect to the "de"
domain at issue and the "com" domain.

96 See above F.lILI, in Part One.

97 Final Report of the WIPO Internet Domain NamecBss, April 30, 1999, available at

http/Avww. wipo.org.
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tion" correspond with the traditional extra-judicial disput&lement in-
struments of mediation and arbitration.

The establishment of the procedural and technical nesgents for on-
line mediation, to which the parties submit voluntaiiiythe event of a
dispute, is intended to use the expertise of a neutidibtoe to achieve a
mutually agreed negotiated settlement of domain rdispaites.

Online arbitration procedures that substitute for naticoarts and issue
binding settlements of disputes on the basis of prieat®nomous
agreements between the parties according to thedageg@®nal sub-
stantive law will frequently also represent a genuilternative to state
jurisdiction in light of the costs and time involviedinternational lit-

igation®

In practice, considerable importance will attach te Aldministrative
Dispute-Resolution Procedur¢aDR) planned as an addition to the ar-
bitration and mediation proceedings. According tordmmmendations
of the WIPO Report, in future every applicant for a donmame should
be obliged to subject himself to administrative dispetdesnent proce-
dures with uniform procedural and substantive principldahenevent of
an alleged infringement of rights, with the resbtttthe decision is to be
implemented by the office issuing domain namesouitmeed for judicial
recognition and enforcement.

Unlike as set out in the WIPO Interim Report dateddbaber 23,1998,"
which provided that all possible constellations of dosmmame disputes
could as a matter of principle be the subject matteriR fsrocedures, a
significant restriction has been imposed on the sobpeplication of the

ADR procedures in the final report. The legal protecticeated within

the framework of the ADR procedures in addition tatestjurisdiction

should only be available in cases of abusive regjish’®

Such a restriction to the scope of application of tae dispute settle-
ment procedures can at the present time be welconegpdars entirely

98 According to the proposals in the WIPO Report, optional arbitration clause should be
included in the form of contracts between regigiraoffice and domain applicants, with
the result that the domain holder can optionallcept participation in arbitration
proceedings at the time of the registration ofdbmain.

99 Seefor detailskUR, 1999 GRUR Int. 212.

100 This essentially means cases known as "dommalwbgng" or "cyber-squatting;" for the
protection of well-known and famous trademarks, téygort also proposes the introduction
of particular defensive rights during registratigprocedures. Thus, subject to strict
requirements, the blocking of one or more gTLDs ¢@nimposed, with the result that
applications for registration of an identical tredek by a third party not authorized by the
trademark holder can be rejected by the registratiffice; cf. KUR, 1999 GRUR Int. 212,
216.
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reasonable to test the newly created dispute setlénstruments first

of all in the easy cases of abusive registrations Jitould not of course
mean that the overwhelming majority of domain nalseutes, in which
the allegation of bad faith cannot be established revihain permanently
outside the scope of the new dispute settlement marhaAs compared
with dispute settlement by national courts, with ilafion on national
law and the considerable difficulties in the enforeetof rights, ADR

procedures present significant advantages which itotigeterm should
also be applied to decisions concerning general donaime disputes.
The coexistence model proposed here for solving iatiemmal trademark
disputes on the Internet could provide an adequate stilsstbasis for

decisions.

H. Summary and Prospects

The above considerations have clearly shown thdetnark disputes re-
sulting from the absence of frontiers on the Intedead to different
needs for modifications of traditional legal coneept

With respect to specific international jurisdictiom foademark infringe-

ments, modifications have proven difficult. Given thabstantive-law
subordination of the legal venue for torts, a restriconly appears rea-
sonable if clarification is first achieved as to txtent to which national
trademarks can be infringed by the use of signs omtbmet by foreign

companies. In addition, a restriction of the jurifidit rules would only

have an effect on the parties involved if basic proadaw principles

were abandoned. The solution to the jurisdictional grablin interna-

tional trademark disputes therefore might not be fomndttempts to

restrict existing rules on the jurisdiction of natibnaurts but in devel-
oping new forms of (binding) online-arbitration, whete arbitration

board consists of arbitrators with different natidies.

There is no need for a modification to the contitiaw principle of the
country of protection applicable to trademarks. Instead rules of sub-
stantive law to solve the genuinely internationatflicts between na-
tional trademark rights on the Internet must be dpesl. These rules
must take into account all circumstances of the iddai case and espe-
cially both (or all) national trademark rights inwetl in the conflict. The
new rules of substantive law for international cotdlibetween national
trademarks should be created at international lemdl then be im-
plemented in national trademark laws.

Substantive trademark law has been shown to previdecisive approach
towards a solution to Internet-specific trademarluliss. While trade-
mark-law principles can be maintained for online salg#vities, uses in
online advertising require a line to be drawn betvisgtiemark protec-
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tion restricted territorially to the particular coyntand the freedom of
use abroad. This requires a more flexible approach tertradk protec-
tion. As a possible approach a coexistence model shoutdrizédered
which permits the coexistence of national trademanksthe Internet
provided that, in light of the entire circumstancéshe case, and taking
into account the individual interests and the intsref the general
public, the allegation of unfair use of the sign catroéstablished.

Of course the necessary statutory changes can aullf ieom European
or international initiatives. Consequently, the athe first stage - if
necessary on the basis of substantive reciprocity beti&Eenationals
and nationals of third countries - is a Commurdty-kregulation, and, as a
desirable long-term objective, an international unif@egulation within
the framework of the Paris Convention or the TRMARffeement.



